
What is a Keyword Purchase of Your Trademark from an Internet
Search Engine and How Does it Affect Me or My Company?

The world of online search advertising has become a battleground for trademark owners. Frequently,
businesses seek to trade off the goodwill of competitors' marks by purchasing keywords from search engines
which are identical or confusingly similar to the competitors' marks, in order to gain an advantage in the
marketplace. These practices have led to numerous disputes over whether this constitutes infringement under
U.S. trademark law. For example, say you are CIGNET Publishers (a fictitious name I've made up for purposes
of illustration) and your competitor ABC Publishers purchases "Cignet" from Google. When a user types
"Cignet" into Google’s search box, ABC's site will come up among the top (perhaps even the top) listed search
results as a "sponsored link." (In Google, sponsored links are at the top or right side of search engine results,
and appear in a shaded background to distinguish them from "organic" search results that come up because of
the appearance of the keyword in the site name or content of the listed links.) This will likely serve to drive
traffic away from CIGNET 's web site to ABC's web site. Naturally, CIGNET will not be too happy about this.
But is there anything, under the law, CIGNET can do?

In Europe, courts have found the practice of purchasing (and selling) keywords to be unlawful. But U.S. courts
are divided. And Google, which receives 95 percent of its revenue from such sales, is fighting the issue very
hard.

To establish a trademark violation, the owner of the mark must show unauthorized use of its mark “in
commerce” in a fashion likely to confuse consumers as to whether the infringer’s use of the mark was endorsed
by the trademark owner. Is the sale of a keyword a “use in commerce” and is it likely to confuse consumers?
Courts are split in their answers to both of these questions.

Some courts have found that purchasing a keyword isn’t a use in commerce because the use of the mark is not
visible to Internet users. To use our fictitious example, the search for CIGNET does not necessarily display the
CIGNET site but, rather, ABC’s site. It is however possible to argue that use in commerce is established were
CIGNET’s name to be used in the ABC site. Some courts have even found the very purchase of the keyword is a
use in commerce, regardless of whether that purchase is immediately (or ever) apparent to the consumer/
Internet user.

Courts are also divided on the issue of likelihood of confusion. Some find that consumer confusion is likely
when a consumer first encounters a web site that is listed in search results, even if, upon visiting that site, this
confusion is dispelled. That is, the consumer searching for CIGNET, upon encountering the ABC site, initially
believes CIGNET is somehow associated with ABC. This is referred to as “initial interest confusion” because
once the consumer visits the site (ABC) he or she realizes it is not affiliated with the trademark owner.
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Other times, courts in the U.S. find that consumers, who have become fairly sophisticated in using the web, are
not confused (even initially) by the search results which display results for companies other than the owner of
the trademark that the consumers used as the keyword for their searches. By way of illustration, once a web
user searching for CIGNET encounters ABC’s site along with CIGNET’s in the search results, he or she will be
able to differentiate between the sites, and will not think the mere appearance of ABC in the search results
generated by the CIGNET keyword search has anything to do with CIGNET.

Moreover, as noted, search engines like Google show “sponsored link” results on the right hand or top portion
of a search page typically in a shaded field. Most web users recognize these links for what they are, namely
advertisements that are prompted by use of a competitor’s keyword. In the same way a consumer encounters
competing products on a drugstore or supermarket shelf or aisle, these virtual shelves display competing
products.

As things stand, however, a case may be made under U.S. law for trademark infringement arising from a
keyword purchase, and for defense under U.S. trademark law of the purchase. The Supreme Court will have to
decide the issue for it to be finally resolved.

As a practical matter, there are some actions a trademark owner can take to protect its rights. All the major
search engines have trademark policies that outline complaint procedures through which a brand owner can
submit a trademark complaint to the search engine. Where an advertiser appears to be using a brand owner’s
trademark or confusingly similar variations and misspellings of the mark in keyword ads, the brand owner
should consider filing a complaint with the sponsoring search engine.

Additionally, there is the “if you can’t beat them, join them” theory. Brand owners may simply wish to
preempt problems by purchasing their own trademarks as keywords. This way the brand owner can ensure it
gets the highest ranking in the search results.

Finally, keeping a close eye on competition—and sending demand letters to those who are purchasing the
trademark owner’s marks—is another avenue to keep the competition in line.
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